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I Christopher M . Keehan ^riz 

Period for Re^T^'^^ ^^^^ ""^^^'^ communication appears on the cover sheet with the correspondence address ~ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHrS> FROM 
THE MAILING DATE OF THIS COMMUNICATION " MONTH(S) FROM 

status 

1)13 Responsive to communication(s) filed on 01 August 2003 . 
2a)n This action is FINAL. 2b)IEl This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle. 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) ±:34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1 6-25 and 29-34 is/are rejected. 

7) 13 Claim(s) 26-28 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification Is objected to by the Examiner. 

1 0)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U S C § 1 19(a)-(d) or (f) 
a)n Ail b)n Some * c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-15, drawn to an adhesive composition, classified in class 524, 
subclass 379. 

II. Claims 1 6-34, drawn to a limited play storage medium, classified in class 
428, subclass 64.4. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions of Group I and Group II are related as product and process of use. 
The inventions can be shown to be distinct if either or both of the following can be 
shown: (1) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially 
different process of using that product (MPEP § 806.05(h)). In the instant case the 
product can be used in a materially different process of using that product, such as in a 
laminate. 

During a telephone conversation with Christopher Bernard on November 23, 
2004, a provisional election was made with traverse to prosecute the invention of Group 
II, claims 16-34. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 1-15 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(1). 

Claim Objections 

Claims 17-21 and 26-28 are objected to for the following reason. Claims 17 and 
18 contain references to structures VI and VII. which are present in the specification. 
However, the structures are not present in the claims. Applicant should amend claims 
17 and 18 to contain the actual structures of VI and VII. Appropriate correction is 
required. 

Double Patenting 

Claims 16-25 and 29-34 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-1 9 
of copending Application No. 10/417991 . Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the reasons as set 
forth below. 

The instant application claims a substrate and at least a layer thereon, wherein 
the layer comprises at least a reactive material and a photo-bleaching retarder. The 
claims of 10/417991 claim a reactive material and at least one polyhydroxy compound. 
Although 10/417991 does not claim a photo-bleaching retarder, applicant defines a 
photo-bleaching retarder in the specification as a polyhydroxy compbund. Further. 
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1 0/41 7991 does not specifically claim a substrate. However, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
applied the composition of 10/417991 to a substrate because the composition would 
have to be on some surface, such as the surface of a limited play optical disc as set 
forth in 10/417991 (claim 18). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 


Claims 16-25 and 29-34 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 , 2, 
8, 10-14. and 16-21 of copending Application No. 10/657632. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because of the 
reasons as set forth below. 

The instant application claims a substrate and at least a layer thereon, wherein 
the layer comprises at least a reactive material and a photo-bleaching retarder. The 
claims of 10/657632 claim a reactive material and at least one polyhydroxy compound. 
Although 10/657632 does not claim a photo-bleaching retarder, applicant defines a 
photo-bleaching retarder in the specification as a polyhydroxy compound. Further, 
10/657632 does not specifically claim a substrate. However, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
applied the composition of 10/657632 to a substrate because the composition would 
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have to be on some surface, such as the surface of a limited play optical medium as 
suggested by 10/657632 (claim 18). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b) by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
^""f^^ ^" international application filed under the treaty defined in section 
oniu fffh^^ . . ? ^"i" P"^P°ses of this subsection of an application filed in the United States 
only If the interna^onal application designated the United States and was published under Article 21 f2) 
of such treaty in the English language. ^ ' 

Claims 16-18, 20, 22-24, and 33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Lawandy et al. (6.531 ,262 B1 ). Regarding claims 16-18, 20, and 22-24, 
Lawandy et al. disclose a limited play data storage medium comprising at least one 
substrate, at least one reactive layer comprising at least one carrier material, at least 
one reactive material disposed within the carrier material, and a photo-bleaching 
retarder material, more specifically polyhydroxystyrene within the earner material 
(col. 17, lines 27-32). 

Regarding claim 33. Lawandy et al. disclose a substantially colorless substrate 
(col.10. Iine2). 
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Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Sii? in^*®"! "'^^nT!'fu°''^'"®'' '"mention is not identically disclosed or described as set 

nrin '^^^ differences between the subject matter sought to bTSed and 

he pnor art are such that the subject matter as a whole would have been obvious at ttirtimethe 

PrnS-.?' K^f ' 11' '"^'"9 "^'^'"^^ the art to which safd sSect rS^^^^^^^ 

Patentability shall not be negatived by the manner in which the invention was made 

Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Lawandy et al. (6.531 ,262 B1 ) in view of Bakos et al. (6,537.635 81 ). Lawandy et al.. 

as applied above, are as set forth and incorporated herein. Lawandy et al. disclose a 

substrate of an optically readable disk (col.6, lines30-32). Lawandy et al. do not appear 

to specifically disclose a polymeric substrate as claimed. Bakos et al. disclose a 

substrate for a limited optical storage medium comprising an optical disk comprising 

polycarbonate and other materials (col.4, lines 1-5). Therefore, it would have been 

obvious to one of ordinary skill in the art at the time the invention was made for the 

substrate of Lawandy et al. to be composed of polycarbonate, among other materials. 

because Bakos et al. teach that a typical optical disk comprises polycarbonate. 


over 


Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable 
Lawandy et al. (6.531 .262 B1). Lawandy et al., as applied above, are as set forth and 
incorporated herein. Lawandy et al. do not appear to specifically disclose a substrate 
as claimed. However, as the substrate of Lawandy et al. is used for the same purpose 
as that of applicant's, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made for the substrate of Lawandy et al. to be substantially red. 
because an at least similar use would appear to result in an at least similar type of 
substrate. 


Allowable Subject Matter 

Claims 26-28 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims, and the objection to these claims as 
addressed above is also cleared up. The prior art of record does not appear to teach or 
disclose the instantly claimed combination of photo-bleaching retarders in the claimed 
composition. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Keehan whose telephone number is 
(571) 272-1087. The examiner can normally be reached on Monday-Friday, from 6:30 
to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy P. Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Christopher Keehan 



